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Amendment Dated November 4, 2005 
Reply to Office Action of August 4, 2005 

PAmarlcs/Arquments:, 
Objection tn the Sp ecification 

The specification has been objected to because headings were underlined. The specification is 
amended to remove these underlines. In addition, paragraph 0038 of the specification is 
amended to recite the alternative relative placement of the coiling device 32 and the part.cle 
remover 54. Basis for this amendment may be found in claim 9. No new matter is added by 
these amendments. 

Objectio n £g Drawings 

Drawings were objected to under 37 C.F.R. § 1.83 (a). Applicants respectfully traverse. 

As stated in 37 CFR 1.83 (a), "The drawing in a nonprovisional application must show every 
feature of the invention specified in the claims." Applicants note, however, that 37 C.F.R. 
§1 81(a) states, "The applicant for a patent is required to furnish a drawing of his or her 
invention where necessary for the understanding of the subject matter sought to be patented." 
Applicants respectfully submit that Figures 1 through 6 all meet the requirements of 37 C.F.R. 
§§ 1 81(a) and 1.83(a). Specifically, Figure S shows one embodiment of the invention of the 
present application, and shows claimed relative positions of the coiling device 32 and the 
particle remover 54. Figure 6 is the only Figure showing both of these features. See also 
paragraph 0038 of the specification. Pursuant to 37 C.F.R. § 1.83(a), the coiling device 32 and 
particle remover 54 are shown as labeled rectangular blocks. One of ordinary skill in the art 
would understand that the positions of these blocks may be switched, pursuant to the 
amendment to paragraph 0038 of the specification. Accordingly, pursuant to 37 C.F.R. § 
1.81(a) no separate drawing of this configuration is needed. 

Applicants respectfully submit that, with the amendment to the specification, the drawing 
figures are no longer subject to objection. 

Claims 1 and 3-21 are pending in the above-Identified application. Claim 2 is canceled by this 
amendment. 
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Re fection of ri^im 9 under »-S-C. S 117, first paragraph 

Claim 9 was rejected under 35 U.S.C. § 112, first paragraph, as failing to comply with the 
enablement requirement. This ground for rejection is overcome by the amendment to 
paragraph 0038 of the specification, as described above. In particular, the specification is 
amended to recite the alternate placement of the particle remover 54 and coiling dev.ce 32. 
Basis for this amendment may be found in claim 9. With this amendment, claim 9 is no longer 
subject to rejection under 35 U.S.C. § 112, first paragraph. 

Rejection of Claims 1, 11, and 13 under 35 U.S.C. § 102 (b) 

Claims 1, 11, and 13 were rejected under 35 U.S.C. § 102 (b) as being anticipated by Lubas 
(U.S. Patent 5,277,048). Applicants respectfully submit that these rejections have been 
overcome by the amendment of Claim 1. 

Claim 1 has been amended to incorporate the features of Claim 2, and Claim 2 has been 
canceled. Claim 1, as amended, recites the feature "a source of particles, wherein the particles 
have a size ranging between 0.35 and 0.75 microns." By contrast, Lubas teaches the use of 
particles of '100-170 mesh in size" in column 4, line 28, and Claim 11. This implies a range of 
particle sizes between 149 and 254 microns, according to standard definition of mesh size. The 
mesh size number is the number of holes in a sieve along 1 inch. 

The range of particle sizes claimed by applicants in amended Claim 1 therefore lies completely 
outside the range taught in Lubas, and is therefore not found in Lubas. 

The MPEP, section 2131, states: 

»A claim is anticipated only if each and every element as set forth in the claim is found, 
either expressly or inherently described, in a single prior art reference." 

Applicants therefore respectfully submit that Claim 1, as amended, is not anticipated by, and is 
patentable over, Lubas under 35 U.S.C. § 102 (b). 

Claims 11 and 13 are properly dependent on amended Claim 1. Applicants therefore 
respectfully submit that Claims 11 and 13 are patentable over Lubas under 35 U.S.C. § 102 (b) 
for at least the same reasons as those given above for amended Claim 1. 

Page 7 of 12 



PAGE 9/14 * RCVD AT 1 1/412005 4:33:39 PM [Eastern Standard Time] ' SVR: USPTO-EFXRF-6/29 * DNIS:2738300 ' CSID:61 04070701 * DURATION (mnws):0344 



11-04-2005 04:36PM FROM-RatnarP rest i a 



6104070701 



T-525 P. 010/014 F-189 



MATB-396US 

Appln. No.: 10/685,262 
Amendment Dated November 4, 2005 
Reply to Office Action of August 4, 2005 

Rejection of Claim 2, under 35 U.S.C. § 103 (a) 

Claims 2 was rejected under 35 U.S.C § 103 (a) as being unpatentable over Lubas (U.S. Patent 
5,277,048) in view of Waymouth, a non-patent reference article entitled "Where will the Next 
Generation of Lamps Come From?". Applicants respectfully traverse. 

Section 2143 of the MPEP states: 

«To establish a prima facie case of obviousness, three basic criteria must be met. 
First, there must be some suggestion or motivation, either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the 
art, to modify the reference or to combine reference teachings. Second, there 
must be a reasonable expectation of success. Finally, the prior art reference (or 
references when combined) must teach or suggest all the claim limitations. The 
teaching or suggestion to make the claimed combination and the reasonable 
expectation of success must both be found in the prior art, and not based on 
applicant's disclosure, (emphasis added)" 

Applicants respectfully submit that at least some of these criteria have not been met in the 
rejection of Claim 2 under 35 U.S.C. § 103(a). 

Claim 2 is dependent on original Claim 1, and recites the feature of particles having a size 
ranging between 0.35 and 0.75 microns. The Examiner relies on Waymouth to teach what the 
Examiner admits is not disclosed in Lubas, namely 'the particles having size range of 0.35 to 
0 7 microns" (Detailed Action, page 5). The Examiner further states "Therefore it would have 
been obvious ... to modify Lubas with particles ranging in size from 0.35 to 0.7 m.crons as 
taught by Waymouth ..." (emphasis added). Waymouth, however, does not teach or 
suggest the use of particles to form microcavities, and additionally teaches away from such use 
of particles. Weymouth states on page 25, last paragraph, "Such a structure would again have 
to be produced by semiconductor lithographic techniques" (emphasis added). It is known by 
those of ordinary skill in the art that that "Semiconductor lithographic techniques" does not 
teach or suggest the use of, and is wholly distinguishable from, the use of particles to form 
microcavities. 
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Additionally, Weymouth, in page 23, last paragraph, teaches a tungsten surface which is 
perforated". By contrast, applicant's specification, at least in paragraphs 29 - 37 teaches 
microcavit.es being indentations, not perforations. In particular, in paragraph 29 it .s stated 
« Due to maUeibJiity from the heating process, as particles 38 contact the surface of heated 
tungsten wire 20, they form and become embedded in microcavities therein" (emphasis added). 
Paragraph 35 states The removal of particles 38 results in vojds in the outer surface of wire 48, 
thereby producing microcavitied wire 24" (emphasis added). 

There is no teaching or suggestion in Waymouth that the device of Waymouth would work if it 
were formed having indentations instead of perforations. 

Thus, the only suggestion to combine Weymouth with Lubas impermissibly comes from 
Applicant's own disclosure. It is improper to use Applicants disclosure against them m th.s 
manner. 

Applicants therefore respectfully submit that the combination of Lubas and Weymouth does not 
teach or suggest all the limitations of Claim 2, and that Claim 2 is patentable under 35 U.S.C § 
103 (a) over Lubas in view of Waymouth. 

As discussed above, the features of Claim 2 have been incorporated into amended Claim 1 
without introducing new matter. Applicants therefore respectfully submit that amended Claim 1 
is patentable under 35 U.S.C. § 103 (a) over Lubas in view of Waymouth, for at least the same 
reasons. 

Rejections of Claim 3-5, 8, 10, and 12 under 35 U.S.C. § 103 (a) 

Claim 3 was rejected under 35 U.S.C, § 103(a) as being unpatentable over Lubas in view of 
Official Notice. Lubas does not disclose or suggest the features of amended Claim 1, as set forth 
above. Accordingly, claim 3, which depends from claim 1, can not be subject to rejection m 
view of Lubas and Official Notice for at least the same reasons as claim 1. Moreover, the Office 
Action is deficient as it does not describe what Official Notice is being taken. Thus, the atation 
of Official Notice is improper and, as such, is contested. Accordingly, claim 3 is not subject to 
rejection under 35 U.S.C. § 103 in view of Lubas and Official Notice. 
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Claim 4 was rejected under 35 U.S.C § 103(a) as being obvious in view of Lubas. Claim 4 
depends from claim 1, which, as set forth above, is not subject to rejection under 35 U.S.C. § 
103(a) in view of Lubas. Accordingly, claim 4 is not subject to rejection under 35 U.S.C. § 
103(a) in view of Lubas.. 

Claims 5 and 8 were rejected under 35 U.S.C. | 103(a) in view of Lubas and Ciniglio (U.S. 
Patent 5 904,610). As set forth above, Lubas does not disclose or suggest the features of Cla.m 
5 and 8 in light of amended Claim 1, from they depend. Ciniglio does not remedy this 
deficiency. The Examiner relies on Cinglio only for the feature of particle remover. Thus, 
Ciniglio does not disclose or suggest the particle sizes of amended claim 1. Accordingly, claims 
5 and 8 are not subject to rejection under 35 U.S.C. § 103(a) in view of Lubas and Cm.gl.o. 

Claim 10 was rejected over Lubas and Ciniglio and further in view of DOnsson (U.S. Patent 
4 440 729). as set forth above, Lubas does not disclose or suggest the features of Claim 10 in 
light of amended Claim 1, from which it depends. Neither Ciniglio nor Jonsson remedies this 
deficiency. The Examiner relies on Jonsson only for the feature of a coiling device. Thus, 
jansson does not disclose or suggest the particle sizes of amended claim 1. Accordingly, cla.m 
10 is not subject to rejection under 35 U.S.C § 103(a) in view of Lubas, Ciniglio and Jonsson. 

Claim 12 was rejected over Lubas in view of Carpenter (U.S. Patent Publication 2003/0032369 
Al) Lubas does not disclose or suggest the features of Claim 12 in light of amended Cla.m 1, 
from which it depends. Carpenter does not remedy this deficiency. The Examiner relies on 
Carpenter only for the feature of a material that includes silicon carbide. Thus, Carpenter does 
not disclose or suggest the particle sizes of amended claim 1. Accordingly, claim 12 is not 
subject to rejection under 35 U.S.C. § 103(a) in view of Lubas, and Carpenter. 

Applicants therefore respectfully submit that Claims 3-5, 8, 10, and 12 are all patentable under 
35 U.S.C. § 103(a) in view of the cited references. 



Allowable S nhj«ct Matter 

Claims 6 and 7 were objected to as being dependent upon a rejected base claim but were 
indicated to be allowable if rewritten in independent form including the limitations of the base 
claim and any intervening claims. The base claim at issue is Claim^ Claim 1 has been ^ 
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a m«nded. in view of arguments presented above that amended Claim l is patentable under the 
statutes and references M Applicants respectfully submit that Claims 6 and 7. as nngmally 
presented, are now allowable. 

Applicants gratefully acknowledge the indication in the Office Action that claims 14-21 are 
allowed. 

The references cited but not applied have been considered but do not affect the patentabi.ity of 
the invention. 

information Disclo *"^ statement 

Applicants filed an Information Disclosure Statement with the application. To date, Applicants 
have not received an initialed copy of the PTO form 1449 that accompanied this Informat.on 
Disclosure Statement. The only form 1449 that has been received is the one wh.ch 
accompanied the Information Disclosure Statement filed on March 18, 2004. App.icants request 
that the Examiner send a copy of the initialed form 1449 with the next correspondence from the 
USPTO. 
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MATB-396US 



Conclusions 

in view of the foregoing amendments and remarks, Applicants request that the Examiner 
reconsider and withdraw the objections to the drawings, the rejection of claims 1, 3-5 and 8-13 
and the objections to claims 6 and 7. 



Respectfully submitted, 

Kifffie&TN. NTgon, Reg. Ntf. 31,549 
Mitchell D. Hirsch, Reg. No. 54 f 170 
Attorney and Agent for Applicant(s) 



KNN/jal 



Dated: November 4, 2005 

P.O. Box 980 

Valley Forge, PA 19482 

(610) 407-0700 



The Commissioner for Patents is hereby 
authorized to charge payment to Deposit 
Account No. 1 8-0350 of any fees associated 
with this communication. 



I hereby certify that this correspondence is being filed via 
Facsimile Transmission to Facsimile No. 1-571-273-6300 
addressed to: Mail Stop Amendment Commissioner for 
Patents, P.O. Box 1450, Alexandria, VA 22313-1450 on: 
NOVEMBER 4, 2005 . y 

' *-U^ C fig 



Juli A. Lawrence 
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